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DETAILED ACTION 



1 . In view of tlie decision from the pre-appeal conference of May 27, 201 0, tlie 
instant application is reopened for further prosecution to address the issue of claim 16. 

2. In view that the amendment filed March 1 0, 201 0 has not been entered as 
indicated by the advisory action of March 19, 2010, the claims set filed November 10, 
2009 is being examined with merit. Claims 1-20 are pending. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 16 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

In light of MPEP 2173.05(1), any claim containing a negative limitation which does 
not have basis in the original disclosure should be rejected under 35 U.S.C. 112, first 
paragraph as failing to comply with the written description requirement. Since 
applicants' original disclosure does not have any basis for the negative limitation 
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"exclusive of an all<ali metal salt of an alkylsulphonic or alkylsulphuric acie" as claimed 
in claim 16, the rejection set forth under 35 U.S.C. 112, first paragraph is proper. 

The examiner acknowledges that the examiner had withdrawn the 1 12 rejection 
of Claim 16 under 35 U.S.C. 112, first paragraph in the advisory action of March 19, 
2010. However, the rejection is reinstated because applicants' specification (0009) fails 
to provide the negative limitation "exclusive of an alkali metal salt of an alkylsuphonic or 
alkylsulpuric acid" of claim 16. Applicants must recognize that "comprising a surfactant 
containing a sulfur atom and excluding alkali metal salt of an alkylsuphonic or 
alkylsulphuric acid" does not mean that the claimed composition is "exclusive of an 
alkali metal salt of an alkylsulphonic or alkylsulphuric acid". Therefore, the examiner has 
a reasonable basis to reinstate the rejection of claim 16 under 35 U.S.C. 112, first 
paragraph. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-7, 11-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bruck et al. (DE 3501 697). 
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1 , (Currently Amended) A rubber composition comprising 

a. an elastomer selected from the group consisting of natural rubber^ polyisoprene 
rubber, s^ene butadiene rubber, polybutadiene rubber, butyl rubber, halobutyl rubber, 
ethylene propylene rubber, crosslinked polyethylene rubber, neoprenes, chlorinated 
polyethylene rubbers, silicone rubbers, thermoplastic rubber and mixtures thereofjj 

b. one or more antideisradants: and 

fee, surfactant containing a thio fimctionality , 



4. (Previously Presented) An elastomer based rubber composition comprising per 1 00 parts 
of elastomer, about 0,02-10 parts of a surfactant containing a tiiio functionality, 



5. (Currently Amended) An elastomer based rubber composition comprising per 100 parts 
of elastomef, about 0.02-10 parts of athioc&er surfectant, 

Bruck et al. disclose a rubber composition wliicli comprises (A)100 parts by 
weight of a mixture of butadiene-acrylonitrile copolymer with different acrylonitrile 
content and a terpolymer of ethylene, propylene, and a diene (ethylidenenorbornene or 
hexa-1 ,4-diene) and (B)10 parts by weight of a ether-thioether such as Vulkanol 85® as 
described in example 1 . Applicants' specification seems to indicate that the claimed 
chemical structure (page 5, line 25-30) is the preferable embodiment, which can be 
obtained from Bayer Corporation. 
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Regarding the "functional groups" feature of clainn 1 1 , applicants must recognize 
that the nitrile group of butadiene-acrylonitrile copolymer possesses a nitrile functional 
group. 

Regarding the "reinforcing filler" of claim 12, Bruck et al. (page 6, line 13) clearly 
disclose 5 weight percent of ZnO. 
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The obtained co-vulcanizates are suitable as pipe coverings, conveyor belt 
coverings, or drive belts (p.5, 1 .4-5). They show a good resistance to ozone (p.3, 1 .6 ; 
p.5, 1.2 : p. 10, 1.6). Consequently, the subject-matter of claims 1-7, 11-12 is 
anticipated. 

Applicant's arguments filed May 3, 2010 have been fully considered but they are 
not persuasive. Applicants argue that it the advisory action March 19, 2010 indicate that 
Bataille et al. (page 1 ,0004) teach the use of waxes, not Bruck et al. and it is not proper 
to use to references in an anticipation rejection. Applicants fail to recognize that the 
advisory action is for addressing the questions raised by applicants' response of March 
1 0, 201 0. The rationale for the rejection of claims 1-7, 11-12 are still based on the final 
rejection of January 14, 2010. Applicants must recognize that claims 1-7, 1 1-12 as 
written do not contain "wax" as a limitation. Further, the "antidegradants" recited in claim 
1 , fails to indicate what type of materials are considered "antidegradants". Therefore, 
the examiner has a reasonable basis to believe that any of the components (for 
examples, NBR, carbon black, Zinc salt of methylmercaptobenzthiazole) disclosed in 
Bruck et al. (page 5) are "antidegradants" because Bruck et al. (page 3, line 3-6) clearly 
indicates that such blends would possess combination of ozone resistance, oil 
resistance and good high and low temperature properties . 

Regarding applicants' argument that NBR is not a type of butadiene rubber 
because it contains acrylonitrile monomer in addition to butadiene, the argument is not 
persuasive because a butadiene rubber is any rubber that contains butadiene . Further, 
regarding applicants' argument that EPDM is not "a thermoplastic rubber" that is recited 
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in claim 1 , applicants fail to recognize that EPDM meets the requirement "ethylene 
propylene rubber" and "thermoplastic rubber" of claim 1 . Applicants must recognize that 
EPDM contains both ethylene and propylene to qualify it as "ethylene propylene 
rubber" . Further, Yano et al. (US 2009/0047890, paragraph 0038), clearly refer EPDM 
as a thermoplastic by reciting "thermoplastic elastomers, such as EPDM and silicone 
rubber" in a publicly disclosed document. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 8-10, 12-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Batallle et al. (US 2001/0051677) in view of Bruck et al. (DE 3501 697). 

8. (Previously Presented) A vulcanized tire sidewall comprising based on 1 OQ part of 
elastomer about 0,02- IQ parts of a surfaetaiit containing a thio fiinctionality. 



9. (Previously Prescntetf) A tire coittprisiftg a vulcanized sidewall component comprising a 
swfactant containing a thio functionality. 



1 0. (Original) A method of forming a film on the exposed siirface of vulcanized rubber, 
comprising; 

addifig about 0.02-10 parts of a surfactant containing a thio ftuictinSnality to a rubber 
composition, 

curing said rubber composition, 

exposing the cured rubber composition to ozone. 



Batallle et al. (page 7, claims 38-39) disclose a tire and the process for making 
the same, where the side walls of which comprise a vulcanized elastomer, and 
aikyisuphonic or alkylsulphuric acid (surfactant containing a thio functionality), in an 
amount of between 0.5 and 10 phr. Batallle et al. (page 2, 0027, Table) clearly teach the 
use of 1 ,5 phr of sulfur, 35 phr of natural rubber, and 60 phr of carbon black (fillers). The 
said process involves the exposing the tire side wall to ambient air having an ozone 
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concentration (for curing) to form a film having a thickness of equal to or greater than 
0.5 microns formed on the outer face of the sidewalk Regarding the claimed 
"antidegradant comprising wax", Bataille et al. (page 1 , 0004) disclose the advantage of 
incorporating waxes into the disclosed composition as a protective coating on the 
surface. Therefore, motivated by the expectation of success of forming a protective 
coating on the disclosed composition, it would have been obvious to one of ordinary skill 
in art to incorporate a wax (or antidegradant) into the composition of Bataille et al. to 
obtain the antidegradant or wax being claimed. Although Bataille et al. (page 1 , 0006) 
teach that the surface migration of waxes can make the surface dull and gray or even 
whitish, one of ordinary skill in art recognize and appreciate the value of a protective 
coating on the surface over the surface appearance when the surface appearance is not 
required or desired. 

The difference between Bataille et al. and claims 8-10, 12-20 is that Bataille et al. 
are silent on a thio compound. 

Bruck et al. discloses a rubber composition which comprises (A) a rubber and (B) 
a ether-thioether such as Vulkano185® (example 1). The obtained co-vulcanizates, 
suitable as pipe coverings, conveyor belt coverings, or drive belts (p.5, 1 .4-5), show a 
good resistance to ozone (page 3, 1 .6; page 5, 1 .2; page 10, 1 .6). Motivated by the 
expectation developing rubber composition with ozone resistance properties, it would 
have been obvious to the skilled in the art to incorporate the ether-thioether teachings of 
Bruck et al. into the rubber composition of Bataille et al. to obtain the invention of claims 
8-10, 12-20. 
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In view of the 1 12 rejection of claim 16, the rationale set forth is adequate for the 
rejection of claim 16. 

Applicant's arguments filed May 3, 2010 have been fully considered but they are 
not persuasive. Although applicants continue to argue that EPDM is a thermoset in the 
argument filed May 3, 2010 and the affidavits filed April 14, 2010, applicants fail to 
recognize that the use of affidavits can not be used to alter fact that EPDM is a 
thermoplastic, not a thermoset. Applicants must recognize that Yano et al. (US 
2009/0047890, paragraph 0038) clearly refer EPDM as a thermoplastic. 

Regarding applicants' argument that the rejection is made or should be made 
with Bruck et al. as a primary reference in view of Battaille et al., applicants fail to 
recognize that the examiner rejects claims 8-10, 12-20 under 35 U.S.C. 103(a) as being 
unpatentable over Bataille et al. (US 2001/0051677) in view of Bruck et al. (DE 3501 
697), in the office action issued on January 14, 2010. Applicants do not have any basis 
to alter the reasons that the examiner has applied for the rejection set forth of claims 8- 
10. 12-20 . 

The examiner uses Bataille et al. as a primary reference because it contains 
most of the features being claimed, including the "wax". Regarding motivation, Bruck et 
al. disclose a rubber composition which comprises (A) a rubber and (B) a ether- 
thioether such as Vulkano185® (example 1). The obtained co-vulcanizates, suitable as 
pipe coverings, conveyor belt coverings, or drive belts (p.5, 1 .4-5), show a good 
resistance to ozone (page 3, 1 .6; page 5, 1 .2; page 10, 1 .6). Motivated by the 
expectation developing rubber composition with ozone resistance properties, it would 
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have been obvious to the skilled in the art to incorporate the ether-thioether teachings of 
Bruck et al. into the rubber composition of Bataille et al. to obtain the invention of claims 
8-10, 12-20. 

Since applicants fail to provide any argument relating to the rejection of claims 8- 
1 0, 1 2-20 under 35 U.S.C. 1 03(a) as being unpatentable over Bataille et al. (US 
2001/0051677) in view of Bruck et al. (DE 3501 697) . the rejection set forth is proper. 

To obtain a valid patent, applicants are advised not to modify the reasons applied 
by the examiner for the rejection of instant claims because such actions would make the 
prosecution history of instant application to become "confusing". 

In view of the reasons set forth above, the rejections set forth are maintained. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM K. CHEUNG whose telephone number is 
(571)272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/William K Cheung/ 

Primary Examiner, Art Unit 1796 

William K. Cheung, Ph. D. 
Primary Examiner 
May 27, 2010 



